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Rdators (“Verizon”) and plantiff Inverizon Internaiond, Inc. (“Inverizon™) are patiesin two
different actions, onefiled by Inverizon in sate court, which has been preceding uninterrupted for over
two yearsand is s for trid on May 5, 2003, and a dedaraory judgment action filed by Verizonin
Federd Court st for trid on May 13, 2003. Verizon filed amation to day the Sate court action filed
by Inverizon which Respondent denied basad on dedining to exerdse the discretionary doctrine of
comity. Verizon then filed its petition in the Missouri Court of Appedsfor the Eastern Didrict for awrit
of prohibition or in the dtermative for mandamus daming Respondent exceeded her authority or inthe
dterndtive abusad her discretion in denying its motion to say. The Court of Appedls denied Verizon's
petition for awrit. Verizon has now filed asmilar petition for awrit of prohibition or in the dterntive
for mendamusin this Court, which was granted prdimingily.

Verizon'sargument in part isthat the discretionary doctrine of comity is mandatory, and thet
Respondent’ sfailure to exeraise the discretionary doctrine of comity isin excess of her jurisdiction or an
abuse of discretion. (Relators brief a 30). Both thetrid court and the Court of Appedsfor the
Eagtern Didrict disagreed with Verizon's postion.

Indeed, Verizon's petition for writ of prohibition should be denied because Respondent was
acting within her discretion in deciding not to exerdise the discretionary doctrine of comity. Repondent
correctly determined thet comity is acourtesy that may be extended, not aright and thet it isup to the
discretion of the court whether to exercise comity. Respondent’ s exerdse of discretion is conggtent
with Missouri law, i.e, comity isa*courtesy or awillingnessto grant aprivilege, not asameter of right

but out of deference, respect, and good will.” Sate ex rel. Dykhouse v. Edwards, 908 SW.2d 686,




689 (Mo. banc 1995)." Furthermore, Respondent’ s decision to deny Verizon' s request for astay of
the pending date law action iswithin her discretion as dlowed by the United States Supreme Court.
Indeed, the Supreme Court has Sated thet “'therule. . . has become generdly established that where
the action firg brought is“in personam” and seeks only a persond judgment, another action for the

same cause in another juridiction isnot precluded.”  Kline v. Burke Condr. Co., 260 U.S. 226, 230

(1922). See also Penn Gengrd Casudty Co. v. Com. of Pennsylvania, 294 U .S. 189, 195 (1935)

(where judgment sought isfor money or an injunction both a date and federa court may proceed to
judgment). The rationale supporting thisrule istheat federd and Sate courts are separate and distinct
juridictiond sovereignties and are thus andogous to courts of different dates. Kline, 260 U.S. at 230.

Furthermore, Respondent did not abuse her discretion in denying Verizon's maotion to Say the

' The primary caserelied on by Verizon that Respondent exceeded her jurisdiction isthe 1921

Missouri Supreme Court case of Johnson v. American Surety Co. of New York, 238 SW. 500 (Mo.

1921). Aswill be addressad in more detall infra, the Satement in Johnsonrdied on by Verizonisdicta,
contrary to more recent casesin Missouri aswel asthe U.S. Supreme Court, and bad law as a matter

of policy because abright linefird to file rule would reward arace to the court house.



pending Sate court action because she basad it on the extengve progress that hed taken placein the
date court action. (Tab 10, Order, September 17, 2002). In particular, the court noted thet in the
date court action “[t]he parties have completed extensive discovery, induding more then thirty-five
depositions, and the caseis et for trid inlessthan eght months” (1d. & 2). Indeed, for two years,
plantiffs have proceeded uninterrupted in Sate court, and they have atrid setting for May 5, 2003, thet
Inverizon bdieves can fully resdlve dl date law issues, and possibly this entire metter. More
importantly, the extreordinary remedy of awrit isinappropriate because Respondent’ s decison to deny
Verizon' srequest for agtay can hardly be characterized as 0 arbitrary and unreasonable asto shock
the sense of judtice, which isthe abuse of discretion sandard in Missouri (discussed infra), when
United States Supreme Court law —seg, eq., Kline, 260 U.S. a 230, Missouri case law, and the
acoepted nation of comity as adiscretionary doctrine dlowsfor the sate action to go forward. Findly,
this Court should not find that Respondent abusad her discretion just because Verizon prefersto litigate
thisaction in federd court, and not in the Sate court.

Acoordingly, as Respondent was acting within her discretion, and pursuant to precedent, she

did not abuse her discretion, and Verizon's petition for writ of prohibition should be denied.

JURISDICTIONAL STATEMENT

Thisisaprocesding for the issuance of a petition for awrit of mandamus (or, in the dterndive,
awrit of prohibition). The Court hasjurisdiction to decide this case pursuant to Artide V, Section 4.1
of the Missouri Condtitution, which providesin pertinent part: “The supreme court shdl have generd
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superintending control over dl courtsand tribunals . .. The supreme court . . . may issueand

determine origind remedid writs”

STATEMENT OF FACTS

l. FACTUAL BACKGROUND AND PROCEDURAL HISTORY
A. Plaintiff Inverizon.

Inverizon Internationd, Inc. (“Inverizon™) isa Delaware corporation with its principd place of

8



busnessin . Louis, Misouri. (Tab 1, Frs Amended Petition a I11). Inverizonisengaged in
providing management and business consulting sarvices and has used the mark Inverizon® snce a leest
1996. (Id. at 110).

On September 24, 2001, Inverizon amended its Sate court petition, adding Verizon Wirdess,
Inc., Verizon Services Corp., and Teesector Resources Group, Inc., d/b/a Verizon Services Group,
and Veizon Internet Sarvices, Inc aspaties. (See Tab 1). Subsequently, on February 1, 2002
Veizon Wirdess (VAW) L.L.C. was subgtituted for Verizon Wirdess, Inc. and GTEnet L.L.C. db/a
Verizon Internet Solutions was subgtituted for Verizon Internet Sarvices, Inc. (See Tab 2). Inverizon
wasfird to file as to these parties

B. Thelnverizon® trademark.

In 1996, Inverizon regisered its trademark with the United States patent and Trademark office,
regigration No. 2,040,507. The Inverizon mark isdso registered in various Sates, induding Missouri.
(Hrst Amended Ptition 110, Tab 1). Inverizon isthe owner of the Inverizon® mark registered under
Missouri law pursuant to 8417.005 to 8417.006 R.SMO. (Id. a 128). Since 1996, Inverizon has
conducted multi-state and internationd management consuilting services under the Inverizon® mark and
has continued to use the mark without interruption up to the present time. (Id. a Y117). Furthermore,
Inverizon has expended subgtantid sumsin advertisng and promoating its busness under the Inveizon®
mark. (Id. at 920).

C.  Verizon'suseof the Verizon mark.

Defendant Verizon Communications, Inc. isaDdaware Corporaion with its principd place of

busnessin New York, New York. (Id. At 2). After the June 2000 merger of Bdl Atlantic and

9



G.T.E. toform Verizon, and goproximately four years after Inverizon established itsrightsin the
Inverizon® trademark, Verizon began using and intends to continue to use the name Verizon in
connection with its business, which indudes conaulting services on garting a busness, accessto the
Internet, establishing aweb presence, growing your business, establishing an e-commerce presence, and
generd management and business conaulting, induding e-commerce conaulting in connection with this
busness (Id. a 921). When Verizon adopted the Verizon mark it knew about Inverizon and the
Inverizon® mark asit was the second trademark and trade name to come up on their trademark
search, which it recaived in July of 1999, regarding trademarks or trade names smilar to the proposed
Veizon mak (See Trademark search report of Thompson and Thompson atached as Tab 8).
D. Inverizon put Verizon on notice of its claim of trademark infringement.
Inverizon'slegd counsd, Mr. Alan Norman sent a cease-and-desist |etter to Verizon regarding

Veizon Communications useof the name Veizon. (See Tab 3). Inthisldter, Verizon wasinformed
thet Verizon's use of the name Verizon conditutesinfringement of Inverizon® trademark and is
actionable under various Sate anti-dilution Satutes, other datelaws andtheLanham Act. (Id.) Asa
result, the cease-and-des st |etter demanded:

[W]ritten assurances within fourteen (14) days from the dete of this

|etter indicating thet \Verizon Communications will cesse and desg dl

use of themark Verizon. A response by that date assuring usthet

Veizon Communicationswill refrain from using the mark may ooviate

mor e formal legal action.
(1d.) (empheasis added).
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Neverthdess, Inverizon sated thet “it would prefer to resolve this matter amicably and avoid
unnecessary legd action, if thet ispossble” (1d.)

E. Verizon’s pre-filing conduct.

1. Verizon concealed itsintent to file a declaratory judgment
action.

On August 7, according to the afidavit of JanisM. Manning Esg., assigtant generd counsd,
Trademark and Copyrights, Manning hed adiscusson with Mr. Alan Normen regarding Inverizon's
cease-and-des |etter, which expresdy mentioned “formd legd action.” (See Tab4). Inthat
conversation, she was informed thet Verizon and Inverizon businesses“ overlgpped’. Manning inno
way indicated that Verizon was intending to bring legd action, but rather asked for additiond
information from Inverizon. (1d.) Shedid not mention thet if Verizon's questions were nat answered in
acertain period of time, Verizon would bring formd legd action. (1d.) Likewiss Manning's
subsequent letter recaived August 9, 2000 naither mentions the possibility of formd legd action, nor the
urgency to the ansvers of her quedtions. (See Tab 5).

2. Verizon’'sdeclaratory judgment action filed in Federal Court.

On Augugt 30, 2000 - three weeks from August 9 - and without forewarning, Verizon filed a
sngle count complaint againg Inverizon, seeking only dedaratory rdief in the United States Didtrict
Court for the Eagtern Didtrict of Missouri. (Federd Complaint, Tab 6). In Verizon's dedlaratory
judgment complaint, Verizon requested declar atory judgment that its use of the Verizon trademark
and savicemark, inter dia, did not violate Missouri common law or Missouri’s anti-

dilution statute and aswdl the Lanham Act. (Id. Complaint, 1) (emphess added).
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F. Inverizon’s state court action

On October 16, 2000, Inverizon - the naturd plantiff - quickly filed a petition againgt Verizon
in Missouri Circuit Court, cause No. 002-07999. Inits petition, Inverizon dleged five separate Sate
causes of action: (1) common law trademark infringement; (2) action for injunctive rdief pursuant to
Mo. Rev. Sa. 8417.061 (the so-cdled anti-dilution gatute); (3) trademark infringement and unfar
competition in violations of Mo. Rev. Stat. §417.056; (4) tortious interference with business
expectancy; and (5) punitive dameges. Inverizon expresdy disavowed dl federd causes of action.
(Tab1lat 19).

At thetime of the launch of the Verizon name and campeign in soring of 2000, G.T.E. Midwest
Inc. dl/aVerizon Midwest was aMissouri corporation. (Tab 11). At thetime of filing Inverizon's
petition, GTE Midwest Inc. db/aVerizon Midwest was aMissouri corporaion. (1d.). GTE Midwest
Inc. db/aVerizon Midwest's use of the Verizon name infringed and diluted Inverizon®. Asaresult,
GTE Midwes Inc. d/la Verizon Midwest could have been anon-diverse defendant in this case.
Verizon's contention thet the only way that Inverizon defeated removad was by re-incorporating in
Ddaware iswithout merit. Inverizon could have named GTE Midwest Inc. daVerizon Midwest ssa
non-diverse defendant which would have aso dlowed this action to proceed in Sate court.

G. Verizon’smotion to dismissor stay in the state court action.

In this action on November 28, 2000, Verizon filed amoation to dismiss or in the dtemnéaive to
day Inverizon's Sate court petition pending the federd action in the Eagtern Didrict of Missouri. On
Augug 6, 2001, Respondent denied Verizon'smation to dismiss or in the dternative Say Inverizon's
date court petition. (See Tab 9). Respondent inits August 6, 2001 order properly rgected Verizon's

12



argument thet this daim should be abated because abatement only gpplies between courts of the same
juridiction (Id. a 2-3). Respondent aso rgjected Verizon's argument thet this action was barred by
Missouri’s compulsory counterdam rule st forth in Rule 55.32 Mo.R.Civ.P because that rule does not
prevent aparty from filing adam in acourt of ancther jurisdiction. (Id. at 3).

H. Progressin thetwo actions.

Because the federd action was sayed from May 2001 through July 2002, no depositionsin the
federd action had been taken from any Verizon employess or of Inverizon; only three depositions hed
been taken of peripherd witnessesto examples of confusion between the two trademarks.

In the ate court proceeding, extendve progress and discovery was completed. (See Affidavit
of Jeffrey J. Lowe a 11 2-4, atached as Tab 7). Numerous sets of discovery were exchanged and
answered. Reguest for admissions were completed after Verizon's objections werefully litigated. (1d.
a 13). Furthermore, over 37 depodtions of variousindividuas were taken and additiond depositions

were set to betaker?. (Id. & 14 ). Asthebulk of thefact discovery was taking place, the state court

? The only required duplication of discovery has occurred as result of Verizon's own actions
In the State Court case Verizon had agreed to produce certain discovery and objected to various
discovery requess Inverizon's counsd had written Verizon's counsd aletter to attempt to resolve the
discovery dispute and requested thet Verizon produce the documentsiit eready agreed to produce.
(See Tab 14). Veizon refusad to produce the documents it aready agreed to produce and work out
the objections as areault of the day. (See Tabs 15 and 16). Conssquently, Inverizon was forced to

duplicate dl of the discovery requestsin the Federd action so the objections could be heard in Federd

13



action will soon be reedy for trid, and dl sate court issueswill be adle to be resolved in Sate court.
l. The Eighth Circuit Court of Appeals decision reversing Judge Shaw’s
stay of thefederal action for failureto consider certain parties.
On duly 11, 2002, the Eighth Circuit vecated the federd didrict court's tay order regarding
Judge Shaw's stay of the federd action and remanded the federd action consistent with this opinion.

Veizon Communications, Inc. v. Inverizon Internetiond, Inc., 295 F.3d 870 (8th Cir. 2002). The

Eighth Circuit hed thet the federd didrict court abused its discretion in saying the federd action
becauseit failed to consider that the federd action involved federd trademark issues. Furthermore, the
concurrence in the Eighth Circuit' s decison Sated the position teking by thet court: “our reversd and
remand is carefully based upon the didtrict court'sfailure to consider the presence of the federd
trademark issues” Verizon, 295 F.3d at 875.

Inverizon hasfiled an amended mation to day the federd didtrict court action during the
pendency of its Sate action condsent with the Eighth Circuit' s decison to dlow the federd didtrict
court “to consider the presence of the federd trademark issues’ and aswel argue judicid economy;
to wit, dl Sate law issues should soon be entirdy resolved in Sate court. (See Tab 18). Thishasnot
yet been ruled on. Inverizon <o filed a separaie mation to dismissthe date damsin Verizon's Federd
dedaratory judgment complaint so thet the State law issues can be resolved in State Court. (See Tab

19) Thisadso has not yet been ruled on. Findly, asaresult of the deedline of November 12, 2002 for

Court. (SeeTab 17).
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amending complaints and adding parties, Inverizon filed a counterdam in the Federd action, whichis
amilar to its Sate court action, but does not indude the daim for tortuous interference with business

expectancy, which isonly in the Sate Court. (See Tab 20).

J. Respondent’s September 17, 2002 Order denying Verizon's motion to

stay the pending state court action.

On September 17, 2002, Respondent denied Verizon's motion to Say the pending Sate court
action. Indenying Verizon's mation to stay, Respondent held that: “Comity isa courtesy thet may be
extended, not aright. It isup to the discretion of the trid court whether to exercise comity.” (Tab 10,
Order, September 17, 2002). Respondent further held: “Here, sLit has been pending in his court for
dmog two years. The parties have completed extendve discovery, induding more than thirty-five
depaditions and the caseis s for trid in lessthan eight months. The court findsno reason to

stay thisaction. Thus defendants mation to Say must be denied.” (Id. a 2) (emphadis added).
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POINTSRELIED ON

A Writ of Prohibition should not be granted because Respondent did not act
beyond her authority when denying Verizon’s motion to stay because comity is
adiscretionary doctrine, and Respondent properly exercised her discretion.

Klinev. Burke Congdr. Co., 260 U.S. 226 (1922)

Searlesv. Searles, 495 SW.2d 759 (Mo. App. 1973).

Sate ex rd. Dykhousev. Edwards, 908 SW.2d 686 (Mo. banc 1995)

BLACK'SLAW DICTIONARY 267 (6th ed. 1990)

Respondent’sdecision to deny Verizon’srequest for a stay was not so
arbitrary and unreasonable asto shock the sense of justice, i.e., an abuse of
discretion when decisions from the United States Supreme Court, Missouri,
and the accepted notion of comity asa discretionary doctrine allowsfor this
action to go forward despitetherebeing a partially parallel casein Federal
Court.

Fairbanksv. Weatzman, 13 SW.3d 313 (Mo. App. 2000).

Saeexrd. Firelns Co. v. Tate, 176 SW.2d 25 (Mo. 1943)

Klinev. Burke Congr. Co., 260 U.S. 226 (1922)

ARGUMENT

16



l. A Writ of Prohibition should not be granted because Respondent did not act
beyond her authority when denying Verizon’s motion to stay because comity is
adiscretionary doctrine, and Respondent properly exercised her discretion.
A. A Writisonly appropriate when a court actsin excess of its

jurisdiction.
The Missouri Supreme Court and the Courts of Apped s derive ther power to issue writs of

prohibition from the Condtitution of the State of Missouri. Scott County Reorganized Schodl Did., v.

Missouri Comm'n on Humean Rights, 872 SW.2d 892, 894 (Mo. App. 1994). “The power toissuea

writ of prohibition islimited to correction or limitation of an inferior court or agency thet isacting

without, or in excess of, thar juridiction.” State ex rdl. JE. Dunn Condruction Co. v. Farmessin

Condruction Board, 960 SW.2d 507, 511 (Mo. App. 1997) (citations omitted).

A writ of prohibition does not issue asamatter of right. 1d. Further, the discretionary authority
of the Court to issue awrit of prohibition should only be exercised when “the facts and drcumstances of
apaticular case demondrate unequivocdly thet there exigts an extreme necessity for preventaive
action.” 1d. (emphagsadded). Thewrit will issue “to prevent an abuse of judicd discretion, to avoid
irreparable harm to a party, or to prevent exercise of extrajurisdictiona power.” Saeexrd.

Linthicum v. Cdvin, 57 SW.3d 855, 856 (Mo. banc 2001). Findly, “[a] writ of prohibitionisan

extraordinary remedy and it should be used with ‘great caution, forbearance, and only in cases of

extreme necessity.” 1d. (quoting Missouri Dep't. of Socid Sarv. v. Admin. Hearing Comm'ny 826

SW.2d 871, 873 (Mo. App. 1992)) (emphasis added).

Alternativdy, mandamus lies only when there is an uneguivocd showing that a public officd
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faled to perform aminigerid duty imposed by lav. Bergmen v. Mills, 988 SW.2d 84,
83 (Mo.App. 1999). To be entitled to relief, there must be a showing thet the applicant
has a dear, uneguivocd, specific and pogtive right to have performed the act
demanded. Id. B. Respondent’sdecision to deny Verizon's
request for a stay of the pending state law action is expressly allowed by
Missouri law and within the range of discretion allowed by principles
of comity.

Respondent correctly determined that “ Comity is a courtesy that may be extended, not aright.

Esmar v. Haeusder, 106 SW.2d 412, 414 (Mo. 1937). Itisup to the discretion of thetria court

whether to exercise comity. Searlesv. Searles, 495 SW.2d 759, 762 (Mo. App. 1973).” Thisis

conggtent with Missouri case law, asthe Missouri Supreme Court has held that the “ doctrine of comity
isarule of valuntary consant; it has been defined as a courtesy or awillingnessto grant aprivilege, not

asamater of right but out of deference, repect, and good will.” State ex rdl. Dykhouse v. Edwards,

908 SW.2d 686, 689 (Mo. banc 1995). It isdso consstent with the accepted notion of comity asa
discretionary doctrine. Indeed, Black’s Law Dictionary defines comity as* Courtesy, complaisance,
repect; awillingnessto grant aprivilege, not as amatter of right, but out of deference and good will.”
See BLACK'SLAW DICTIONARY 267 (6th ed. 1990).

1. Thedecision to exer cise comity isdiscretionary.

In State ex rd. Dykhouse v. Edwards, this Court confirmed thet the doctrine of comity is

discretionary. In State ex rel. Dykhouse, rdator served as the Commissoner of Insurance for the State

of Michigan and was gppointed rehabilitator of Confederation Life Insurance Company (U.S)
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("Confederation”) pursuant to aMichigan satute. 908 SW.2d a 686-87. Rddor, in his cgpacity as
rehabilitator, was required to take immediate possesson of the assets of the insurer and to administer
them under court supervison. 1d. Rdaor, as rehdilitator, Ssought and received a Michigan drcuit
court's order prohibiting dl further litigetion involving Confederation. 1d. Citing the Michigan order,
rdator filed mationsto dismiss or, in the dternative, to day five actions pending againg Confederation in
the Circuit Court of the City of S. Louis 1d. Respondent denied rdator's maotions, distinguishing
rehabilitation from liquidation under the rdevant Missouri daiute. 1d.  Relator then petitioned for awrit
of prohibition dleging that Respondent acted in excess of hisjuridiction in refusing to stay procesdings
Id.

Relator inter dia contended that the Michigan court'sinjunction should have been recognized by
Respondent as amaiter of comity. In response to that argument, this Court Sated thet reator
misunderstands the meaning of comity. 908 SW.2d a 689. In paticular, this Court hdd thet “[i]n
contragt to the Full Faith and Credit Clause of the United States Condtitution, which imposes obligations
on the courts of aggter date, the rule of comity is*ametter of courtesy, complaisance, repect--not of
right but of deference and good will.” Id. (internd dtations omitted). Accordingly, this Court held thet
Respondent did not exceed hisjurisdiction in refusing to honor the order of the Michigan court, nor did
he enter an erroneous order by not staying the Missouri’ s actions because of the principle of comity,
and the preiminary writ of prohibition was quashed.

2. When there aretwo pending actions, the decision to stay onein
favor of the other isdiscretionary based on the principles of

comity.
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Furthermore, even regarding two pending actions within the sate of Missouri, Missouri courts
have conggtently held that when there are two filed actions between the same parties, the court in which
the say mation is pending has discretion not to Stay the second filed action out of principles of comity.
See Greenv. Miller, 851 SW.2d 553, 556 (Mo. App. 1993) (Whether amotion to ay proceedings
should be granted basad on the ground that another action is pending is discretionary with thetrid court

hearing the case); and Sate ex rdl. FireIns. Co. v. Terte, 176 SW.2d 25, 30 (Mo. 1943) (emphasis

added) (holding that ordinarily the second action would be subject to abatement, however, Respondent
hed the discretionary power to stay proceedingsin the declaratory proceeding
pending befor e him, thereby alowing the second filed action to proceed in another Missouri date
court.”). Again, these holdings reinforces thet trid courtsin Missouri granted discretion in metters

regarding Stays based on the discretionary doctrine of comity.

3. Respondent’s exer cise of discretion to deny Verizon’'srequest for
a stay of the pending state law action is consistent with settled
law of the United States Supreme Court.

Respondent’ s decison to deny Verizon's request for astay of the pending Sate action, even
though another action is pending in a.court of concurrent jurisdiction is not only within her discretion but
expredy dlowed by the United States Supreme Court. The Supreme Court has dated that “'therule .
.. has become generdly established that where the action firgt brought is“in personam” and seeks only
apersond judgment, another action for the same cause in another jurisdiction isnot precluded.” Kline
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v. Burke Condr. Co., 260 U.S. 226, 230 (1922). See also Penn Gengrd Casudty Co. v. Com. of

Pennsylvania, 294 U .S. 189, 195 (1935) (where judgment sought is for money or aninjunction both a

date and federd court may proceed to judgment); Princess Lidav. Thompson, 305 U.S. 456, 466

(1939) (“it is settled that where the judgment sought is Srictly in personam, both the State court and the
federd court, having concurrent jurisdiction, may proceed with the litigetion”); 6A J MOORE, J.
LUCAS & G. GROTHEER, JR., MOORE'S FEDERAL PRACTICE a 80.208b, a 2350 (1987)
(“Where the federd and Sate courts have concurrent jurisdiction, as for example, in diversty and
generd federd question cases, actions “in personam” may proceed concurrently”) (footnotes omitted).
Therationde supporting thisrule isthet federd and sate courts are separate and didtinct jurisdictiond

sovereignties and are thus andogous to courts of different dates Kline, 260 U.S. at 230.

4. Respondent’sdecision to deny Verizon’srequest for a stay of the
pending state law action is consistent with other state court
decisions, which routinely, and relying on the precedent of the
United States Supreme Court have allowed suitsto proceed
despitethe presence of aprior action pendingin another
jurisdiction concer ning the same claim and the same parties.

For reasons articulated by the Supreme Court, Sate courts routindy entertain suits despite the
presence of aprior action pending in another jurisdiction concerning the same dam and the same

parties. Dixie Ohio Express Co. v. Eagle Express Co., 346 SW.2d 30, 33 (Ky. Ct. App. 1961)

(discussedinfra); Ackert v. Ausman 218 N.Y.S.2d 814, 819 (N.Y. Sup. 1961) (discussed infra);
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M.C. Manufacturing Co., Inc. v. Texas Foundries, Inc., 519 SW.2d 269, 270 (Tex. Civ. App. 1975);

Goehring v. Harleysville Mut. Casudty Co., 331 A.2d 457, 459 (Pa. 1975) (“[N]ether court is

divested of juridiction by the mere fact that ancther action involving the same disputeis pending in the

other.”); Efrosv. Nationwide Corp., 465 N.E.2d 1309, 1311 (Ohio 1984) (“ permitting plaintiffsto

proceed to afind judgment inthe. . . [date court], regardless of the pendency of the milar actionin
the federd didrict court, and regardless of which court firgt acquired jurisdiction.”); Fowler v. Ross,
191 Cdl. Rptr. 183, 186 (Cal. App. 1983) (“Under the facts of this case, both the federal and state

courts have acquired jurisdiction but neither acquires exdusive authority and eech may proceed a its

own pace until one or the other reeches find judgment. .. .").

For example, in Dixie Ohio Express Co. v. Eagle Express Co., a Kentucky court decided not

to gpply comity or enforce Rule 13(a) on the theory that the parties hed aright to suein éther date or
federd court. 346 SW.2d 30 (Ky. Ct. App. 1961). Eagle brought afir st filed action agang Dixie
infederd court. Id. a 33. Whilethat action was pending, Dixie subssquently brought adamiin

Kentucky state court arisng out of the same transaction as Eaglésdam. 1d. Even though the court in

Dixie Ohio Express Co. conceded that Kentucky's“Civil Rule 13.01 wasidenticd with and expressed

the same palicy asthe Federd Rule” the court Sated that “ comity is not accorded generdly between
the federd and Sate courts with repect to primary damsin actionsin personam, the accepted rule
being that aperson may bring actions in both afederd and a gate court onthe samedam.” 1d. (ating

Klinev. Burke Condruction Company, 260 U.S. 226, 230 (1922)). Rdying on this“accepted rule. . .

that a person may bring actionsin both afederd and a gate court on the samedam,” the court in Dixie
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Ohio Express Co. further sated that “why should a defendant be restricted on hisdam to assating it

asacounterdam in the action firgt brought againg him?” |d.

Furthermore, in Ackart v. Ausman, 218 N.Y.S.2d 814, 819 (N.Y. Sup. 1961), Investors

Diverdfied Savices, Inc. (*IDS’) filed afir st-filed action in the United States Didtrict Court for the
Southern Didrict of New Y ork on July 28, 1960. On September 13, 1960, plaintiffs subseguently filed
their gate court action againg IDS |d. & 818. The court in Ackert recognized that the two actions
involved the same partiesand the samedams. The court in Ackert hdd “[i]t cannot be disputed
that the pendency of the federd court action is no bar to the prosecution of the present uit, even though
the federd cause wasfirs commenced and involves the same parties and the same causes of action.”
218 N.Y.S2d & 819 (internd citations omitted). Criticaly, it underscored “[t]he smdl differencein
time between the commencement of the two actionsisnot decisive”  1d. The period was around si X
weeks. |d.

Thecourt in Ackert acknowledged that the sate court had the power to stay the action. 218
N.Y.S.2d a 819 (internd ditations omitted). The court in Ackert further Sated “[tlhe exercise of a
Sate court's power to Say proceedings therein until determination of an action pending in the federd
court gtting in the same Sate is nat amatter of right, but ametter of comity and discretion.” 1d. a 820

(intemd ditations omitted)®. Sigrificantly, the court in Ackert stated thet “[i]t heslong been the

* Veizon assatsthat “Inverizon rdies on cases from other jurisdictions that stand for the
unremarkable propogtion thet Sate courts may ‘ entertain suits despite the presence of aprior action

pending in another jurisdiction concerning the same daim and the same parties’[]  Inverizon missesthe
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recognized rule that alitigant may litigete for the same rdief in both State court and Federd court until

judgment is obtained in one court, which may be set up asresjudicatainthe other.” 218 N.Y.S2d a

point. Verizon does not maintain that Respondent must dismiss (i.e., aoate) the State Action.
Indtead, Verizon is asking Respondent merdly to stay the State Action pending the find determination
of the Federd Action.” (Relators brief a 50).

Verizon entirdy missesthe point of Inverizon's argument that “[t]he exercise of a date court's
power to Say procesdings therain until determingtion of an action pending in the federd court Stting in
the same Sate is not amatter of right, but ametter of comity and discretion.”  Accordingly, this
authority supports Inverizon's argument thet comity isa discretionary doctrine, and not mandetory.
Furthermore, Verizon' s didtinction between ‘ abatement’ and ‘stay’ does not rebut Inverizon's

argument on this point thet the decison to grant asay based on comity isdiscretionary.
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820 (ating Penn Generd Casudty Co. v. Comm. of Pennsylvania, 294 U .S. 189 (1935)).

The courtin Ackert aswdl noted “thet it will not exerdseits discretion in Saying Sate action in
order to assist one party in selecting forum which, for reasons of itsown, it deems
mor e advantageous.” |d. (emphasisadded). In part for these reasons, the court in Ackert denied
the Say even though the federd action wasfiled firg.

These casss, Kling, supr a, Dixie Ohio Express Co., supr a, and Ackert, supra, demondrate

thet thereis no mandatory rulein comity requiring astay in asecondHiled date action. In fact, under

Kling, Dixie Ohio Express Co., and Ackert, aswel asthe other casss aited, thefirdt filed federd action

does not prevent aplaintiff from proceeding with agate court action in a sgparate jurisdiction.
Furthermore, asthe Ackert case demondrates that because an action isfiled firgt is not the
aitica determination and a“small difference’ like Sx weeksin
time between the commencement of the two actionsisnot a
decigvefactor in adecison to Say a date court action.
Ingteed, the focus should be on the progressin the pardld
actions, which was part of the basis of Respondent’ s order.
5. Federal and state courtsare separate and diginct jurisdictional
sover eignties and ar e thus analogousto courts of different states.
Veizon atempts to diginguish the authority that Respondent and plaintiffs rdy by daiming:
those involved cases between different sate courts, while Johnson dedlt with afird-filed federd action
and asubsequently-filed Sate action. In particular, Verizon dates that Respondent’ s reliance on Eamar

and Searles are ingppodite, because nather caseinvolved afederd suit. (Reators brief a 20-21).
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Thisisadidinction without adifference. Rather what is of primary importanceisthat dl cases ated
involve decisons of courts of concurrent jurisdiction to exercise ther discretion and derny motionsto
Say basad on the exerdise of comity.

The United States Supreme Court has dlowed actionsto proceed in both sate and federd
courts because the rationde supporting thisrule isthet feder al and state courts are separ ate and
distinct jurisdictional sovereigntiesand arethus analogousto courts of different
states. Kline, 260 U.S. a 230. Accordingly, the discretionary doctrine of comity regarding pardld
actions between two sovereign gates, is no different than how that doctrine would be gpplied to

separ ate and distinct jurisdictional sovereigntiesof agate and federd court.

C. The statement in Johnson should beregarded asdicta and should not be
used to establish a bright linerulerequiring Respondent to grant a stay
under the doctrine of comity.

1. The statement in Johnson should beregarded asdicta.

Thecaseof Johnson v. American Surety Co. of New Y ork, 238 SW. 500 (Mo. 1921) does

not gand for the propasition Verizon dams, i.e, where an action isingtituted in federd court, a
subsequent action in gate court involving the same subject metter will be stayed pending thefind
determination of the prior federd action. (Rdaors brief a 18-19). (emphasis added).

In Johnson, in 1907, the plantiff indituted afir st-filed state action to recover under an

insurance palicy agang Hartford Life Insurance Company. The plantiff eventudly prevailed, and the
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award was affirmed on goped. 238 SW. a 500-01. Subsequently, Hartford Life Insurance Company
filed asecond-filed suit inthefederd didrict court for the Western Division of Missouri agangt
plantiff’ sadminigrator (plaintiff hed died) to prevent plaintiff’s adminigrator from enforcing the
Missouri drcuit court’ sjudgment. |d. When plaintiff's adminigtrator tried to enforce the judgment in the
Missouri Circuit Court, Hartford filed amoation to ay the Sate court's proceeding pending the find
determination of thar federd action. 1d. Thismation was denied and eventudly gopeded to the
Missouri Supreme Court. 1d.
The Missouri Supreme Court Sated:

The only proposition upon which gppdlant rdiesfor areversd, and the

only onewhich it briefs it dates asfalows “Wherean action is

indituted in the federa court, a subsequent action in the Sate court

involving the same subject-metter will be stayed pending thefind

determination of the prior action in the federd court.”

The soundness of this proposition, abgtractly considered, cannot be

questioned. It resuits from the principle of comity which obtains

between courts of concurrent jurisdiction, a principle which requires thet

a subject- matter dravn and remaining within the cognizance of a court

of generd juritiction shdl not be drawn into controversy or litigeted in

ancther court of concurrent jurisdiction.

In thet case, the Missouri Supreme Court found thet there were no grounds for comity asthere
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was no fird filed action before the court and affirmed the dircuit court's decision to deny the Say.
Accordingly, the satement by the court in Johnsonisdi cta because therewasno such fir st-filed

suit or quedion of afird filed action before the court. 1d. See dso Campbdl v. Labor & Indus.

Rdations Commn, 907 SW.2d 246, 251 (Mo. App. 1995) (“Saements... are obiter dicta[if] they

[are] not essentid to the court's decison of theissue beforeit.”)

Likewise, in Muench v. South Side Nat'l Bank, 251 SW.2d 1, 2, 6 (Mo. 1952), Missouri

Supreme Court disregarded another smilar gatement asin Johnson as dicta, and not contralling
because that issue was not before that court but raised as ahypotheticd. In Muench, agrand-niece
brought suit againg adminidrator of her grand-uncle's estate for the reasonable vaue of her sarvices
rendered to her grand-unde. The issue before the Missouri Supreme Court was whether the vdue of
her sarvices was fixed by contract with person to whom sarvices were rendered or wias the reesongble
vaue of the sarvicesrendered. 1d. a 6. The adminidrator of the date cited a case that supported the
propogtion that “if plaintiff had sued the adminigrator in quantum meruit ..., 'her recovery [would be]
limited to the vaue of the property promised her in the contract.” 1d. The Missouri Supreme Court
held that “[t]hiswas dearly obiter dictum as no such suit or question was before the court” and
dedlined to follow the rule dited by the adminigrator of the etate. 1d. The Missouri Supreme Court
further dated thet “[g]n obiter dictum, in the languege of the law, is a gratuitous opinion--an individua
impertinence--which, whether it be wise or fodlish, right or wrong, bindeth none, not even the lipsthet
utter it.” 1d. (internd ditations omitted).

Smilaly, the gatement by the court in Johnsonisdi cta because there was no such fird-filed
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Uit or quedtion of afirg filed action before the court. Accordingly, the Satement in Johnson should be
regarded as dicta and cannat be used to establish abright line rule requiring Respondent to grant astay
under the doctrine of comity, when Missouri law, United States Supreme Court precedent, and the
acoepted meaning of comity regard it as adiscretionary doctrine,

Furthermore, the statement by the court in Johnson as di cta does not make any sense because
it refersto fird-filed federd actionsin courts of generd jurisdiction. Federd courts are courts of limited
juridiction. They possess only that power authorized by Condtitution and satute. See Willy v. Coedd

Corp., 503 U.S. 131, 135 (1992); Bender v. Williamsport AreaSchod Did., 475 U.S. 534, 540,

(1986) (emphasis added) (“ Federal courts are not courts of general jurisdiction; they have
only the power that is authorized by Artide 11 of the Condtitution and the Satutes enacted by Congress
pursuant thereto.”). Thisisnat surprising because obiter dictum is*thet usdess chatter of judges,

indulged in for reasons known only to them, to be printed a public expense” U.S v. CatainLandin

City of S. Louis, 29 F.Supp. 92, 95 (E.D. Mo. 1939) (quoting Judge Caskie Colle).

Fndly, the dicta satement by the court in Johnson that “[t]he soundness of this proposition
[regarding thet second filed state actions should be stayed because of afirg-filed federd actiond,
abdractly consdered, cannot be questioned,” iswrong. In fact, United States Supreme Court holdings
before and after the satement by the court in Johnson hed not just questioned, this principle, but held to
the contrary. See, eg. Kline, 260 U.S. a 230 (supra). Seedsosupra a 15-19. Consequently,
Verizon'sdam that Respondents abused her discretion based on discredited dictafrom a 1921
Missouri Supreme Court case iswhally without merit.

2. Defendant’sauthority isdistinguishable.
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Reators dso argue that the satements in Johnson is not dicta because “[an appelate court's
datement in an opinion is not dictaif the gppdlate court stsforth alegd gandard in the Satement and
then gppliesthat legd Sandard to the facts of the caseto reach itsdecison”, relying on Richardson v.

Quiktrip Corp., 81 SW.3d 54, 59 (Mo. App. W.D. 2002) and Blair v. Steedley Co., 740 SW.2d

329, 332-33 (Mo. App. SD. 1987) (Relators brief a 46-47).
Both of rdators cases, and the Supreme Court holdingsthey rely ort!, are distinguisheble. In
the cases Verizon rdies on, the courts formulated legd standards and gpplied them to the facts of the

cae, which resolved the factud issuesin controversy. See Madden v. C& K Barbecue Carryout, Inc.,

758 SW.2d 59, 62 (Mo. banc. 1988); and Hansome v. Northwestern Cooperage Co., 679 SW.2d

273 (Mo. banc. 1984). The datements, therefore, were not dicta
Furthermore, the court in Johnson never formulated alegd dandard. Defendant hazards thet

“[iln Johnson, the issue that the appelant presented to the court was whether the Sate suit should have

* Richardson v. Quiktrip Corp. rdies on thelegd standard formulated in Madden v. C&K

Barbecue Carryout, Inc., 758 SW.2d 59, 62 (Mo. banc. 1988) and Blair v. Seadley Co. rdieson the

legdl gandard formulated in Hansome v. Northwestern Cooperage Co., 679 SW.2d 273 (Mo. banc.

1984).
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been gayed in favor of the federd suit. To resolve thet issue, this Court first sated the legd Sandard

that “[w]here an action isindituted in the federd court, a subsequent action in the sate court involving
the same subject-matter will be stayed pending the find determination of the prior action in the federd
court.” 238 SW. at 502.” (Rdatorsbrief at 48).

Of course, thisis mideading because the gppdlants never presented the generd issue of whether
the gate suit should have been sayed in favor of afederd suit. Furthermore, to this generd issue, this
Court did nat, sua sponte, firg date the legd dandard asif it was adopting arule of law. Indeed, as
mentioned, this Court sated “[t]he only proposition upon which gppdlant rdiesfor areversd, and the
only onewhich it briefs, it Sates asfallows ‘Where an action isindituted in the federd court, a
subsequent action in the date court involving the same subject-matter will be stayed pending the find
determination of the prior action in the federd court.”” Johnson, 238 SW. a 501. Infact, the Missouri
Supreme Court is repeating an argument that the Appdlant made to the Court.

More importantly, the spedific issuein Johnson raised by the Appdlant was not before this
Court, therefore any opinion regarding granting thet issue would violate this Court’ s prohibition againgt

avisory opinions. See Mater of Van Cleaves Edate, 574 SW.2d 375 (Mo. banc 1978) (the

Missouri Supreme Court “cannot and do not render advisory opinions’); State ex rd. Missouri Public

Savice Co. v. Hliatt, 434 SW.2d 532 (Mo. banc 1968) (dating thet in view of the concessons mede

by rdator's counsd in argument we need nat rule the point here because to do so would be gratuitous;
and the Court does not render advisory opinions). Accordingly, the datementsin Johnsonare

dicta because theissue of afirg filed federd action was not before the court.

31



Also, of importance in dediding theissue raised in Verizon's petition for writ of prohibition isnot
only whether the gatement in Johnsonisdicta, but isit good law asametter of policy. A bright linerule
that Verson daims Johnson mandates, i.e,, that where an action isfiled firgt in Federd Court, a
subsequent action in State Court involving the same subject-metter must be stayed, isbad policy. Wha
arule of law such asthe one Verizon propases would do, isjudicidly sanction arace to the court house
and reward the swiftest or edthiest with their choice of forums. Neither Federd nor State law
endorses such arule and thertrid court is provided discretion of when to exercise comity.

D. Missouri Ruleof Civil Procedure 55.32(a) does not prevent I nverizon

from bringing itsstate court action against Verizon.

Reying on Missouri cases, Rule 55.32(a), and the identity of Rule 55.32(a) with Federd Rule
of Civil Procedure 13(a), Verizon contendsthat “[a] party (i.e, Inverizon) should not be dlowed to
commence an action (i.e, the Sate Action) to assert adam thet isacompulsory counterdamina
previoudy-filed action (i.e, the Federd Action), regardiess of whether the previoudy-filed actionis
pending in federd court or in Missouri Sate court.” (Relators brief at 37-38).

Hrst, Respondent previoudy and correctly determined in her August 6, 2001 order that:

“Rule 55.32 only bars a party from filing a counterdam thet arose out of the same

occurrence of another daim. It does nat prevent a party from filing adam in acourt of

another jurisdiction. As discussed above, the quitsin this case arefiled in courts of

different jurisdictions, and the federd it remains pending.”

(Order, August 6, 2001, attached as Tab 9).

In addition, the cases dited by Verizon of Evergreen Nationd Corp. v. Killian Condr. Co., 876
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SW.2d 633, 635 (Mo. App. 1994); Sateex rd. JE. Dunn, J., & Asoc., Inc. v. Schoenlaub, 668

SW.2d 72, 75-76 (Mo. banc 1984); and Sate ex rdl. Buchanan v. Jensen 379 SW.2d 529, 531

(Mo. banc 1964) dedt with the application of Rule 55.32(8). In each case, there were two cases
pending in sgparate Missouri dreuit courts within the same state court jurisdiction and the gpplication of
Rule 55.32(a) prevented the second action. This authority, therefore, should be limited to two pending
date court actions in Missouri, and provides no authority thet the Rule 55.32(a) or the common-law
holdings that derive from it gpply to courts of other juritiction. Also, Inverizon hed filed timely mations
to dismiss and therefore, no counterclaims were due to befiled in Federal Court when the State law
action was commenced by Inverizon.

Furthermore, Kline demondrated thet federd and state courts are separate and digtinct
juridictiond sovereignties and are thus andogous to courts of different dates. Kline, 260 U.S. at 230.
In addition, this very argument of the identity of language between the date rule and Rule 13(a) was

raised in Dixie Ohio Express Co., and soundly rgected asit was & odds with the holding in Kline,

Dixie Ohio Express Co., 346 SW.2d at 33.
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Il. Respondent’sdecision to deny Verizon’srequest for a stay was not so
arbitrary and unreasonable asto shock the sense of justice, i.e., an abuse of
discretion when decisions from the United States Supreme Court, Missouri,
and the accepted notion of comity asa discretionary doctrine allowsfor this
action to go forward despitetherebeing a partially parallel casein Federal
Court.

A. Standard of review
The gandard for review for determining whether a court abuses its discretion isthet thetrid
court's ruling will only be reversed when it is“so arbitrary and unressonable as to shock the sense of

judticeand indicate alack of careful congderation.” Farbanksv. Wetzman, 13 SW.3d 313, 327

(Mo. App. 2000). Moreimportantly, thisCourt in Sateex rel. FireIns Co. v. Terter ecognized the

differencein standards between reviewing atrial court’s decision to grant a stay on
appeal and reviewing that same decision under the abuse of discretion standard for a
writ. Inpaticular, this Court hdd that “[t]hisis not an gpped from a dedaratory judgment in which
we would be entitled to review the Respondent's exercise of his discretionary powers it is a proceeding
in mandamus, an extraordinary remedy requiring proof that no other rdief isavalladle to rdator, in which

aperemptory writ canissueonly in a clear case of abuse of discretion.” 176 SW.2d at 31

(emphasis added).”

* Thewrits granted in the cases of State ex rdl. Painewebber, Inc. v. Voorhees, 891 SW.2d

126, 130 (Mo. banc. 1995) and Parenthood of Kansas and Mid-Missouri v. Kinder, 79 S\W.3d 905,

34



906 (Mo. banc. 2002) are didinguishable because in those cases the courts were dearly charged with a
unambiguous, categorica law to take cartain action, and they acted in excess of thair authority by not
taking the action. Here, Respondent did nat act in excess of her authority because comity isa

discretionary doctrine, and she exercisad her discretion to refuse the Say this action.
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B. Respondent’sdecision to deny Verizon’smotion to stay can hardly be
characterized as so arbitrary and unreasonable asto shock the sense of
justice.

Asaninitid matter, the extraordinary remedy of awrit is entirdly ingppropriate because
Respondent’ s decison to deny Verizon's request for agtay can hardly be characterized
as 0 arbitrary and unreasonable as to shock the sense of justice when United States
Supreme Court law —seg, eg., Kline, 260 U.S. a 230 -- dlowsfor the Sate action to
go forward and Missouri caselaw dso dlowsit. Indeed, atrid court can not act “so
arbitrary and unreasonable as to shock the sense of judice’ when it is acting pursuant to
precedent. See ds0 supraa 19-28. Accordingly, as Respondent was acting within her
discretion, and pursuant to precedent, Respondent did not abuse her discretion.

C. Verizon’sclaim of an abuse of discretion iswithout merit.

Verizon argues that “ Respondent abused her discretion in denying Verizon's mation to say
because Respondent should have exer cised her discr etion to day the later-filed State Action
pending thefina determinetion of the firs-filed Federd Action.” (Rdators brief a 35) (emphesis
added).

In ruling on Verizon'srequest of astay based on comity, the Respondent hdd: “Here, suit has
been pending in his court for dmogt two years. The parties have completed extengve discovery,
induding more then thirty-five depogtions, and the case is s for trid inlessthan eight months The
court finds no reason to stay this action. Thus defendants motion to Say must be denied.”
(1d.) (empheasis added).
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Furthermore, Inverizon has filed an amended mation to Say the federd action conggent with
the Eighth Circuit' s opinion and amation to dismissthe Siate causes of action brought by Verizoninits
federd dedaratory judgment action. (Tab 12). Both of these mations have not been ruled on yet.

For two years, Inverizon has proceeded uninterrupted in sate court, and it has atrid setting on
May 5, 2003 thet Inverizon bdieves can fully resolve dl Sate law issues, and possibly this entire matter.

Criticdly, to date Verizon has spent $367 million promating the Verizon mark, and thereby diluting and
infringing Inverizon'smark. Verizon adopted the Inverizon mark with full knowledge of the Inverizon
mak' sexisgence. Every day that goes by with Verizon's advertigng campaign that deluges the English
gpesking world, Verizon dilutes and infringes Inverizon's mark, thereby damaging Inverizon' sbusness
Inverizon, the neturd plaintiff, has a set court dete for May 5, 2003.

In addition, Verizon contends that “[i]n order to prevall in the race to judgment, the parties will
spend enormous additiona resources—to conduct discovery, draft digpositive motions, and prepare for
trid in two lawsuits—above and beyond what they would spend if only the Federd Action proceeds”
(Reaors brief a 64). Veizon ignoresthefact that dl discovery in the state court case can be used in
the federd caseand vicevarsa Conssquently, there will be very little, if any, duplication of efforts. In
fact, the only duplication of effort so far has been as aresult of Verizion refusng to produce documents
in the State Court action it hed agreed to produce before its writ was prdiminarily granted and its refusa
to engagein adiscusson to resolveits obligations. (See Tabs 14- 17). In addition, there will not be
“dmultaneoustrids’ (Reaors brief a 64) because the pendency of the Sate court trid garting on
May 5, 2003 will postpone the Federd trid on May 13, 2003.

Fndly, Respondent did nat abuse her discretion just because Verizon firg filed thisaction in
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federd court and Verizon prefers the Federd forum.
D. Respondent did not abuse her discretion just because Verizon prefersto
litigate thisaction in federal court and not in state court.
The sdf-righteous hyperbole aboundsin Rdators brief. For example, Verizon contends thet
“[t]his Court should not reward Inverizon for its * Srike suit” and should not permit Inverizon to usethe
Sae Action improperly asa‘sword.” The equitiesin this case favor Verizon, not Inverizon. The State
Action should be sayed.” (Rdaors brief a 60). Despite the fact that Verizon “ doth protest too
mudh’ ®, the facts and parties motivations are Smple; Verizon prefersto resolve this action in federd
court, and Inverizon prefersto resolve this action in gate court. Accordingly, Respondent did not abuse
her discretion by refusing to grant Verizon preference to litigate this action in federd court, and not in
the date court. Furthermore, Inverizon does not believe that the equities are with Verizon asthar
federd dedaratory judgment action was merdly their attempt to obtain amore favorable forum for
Verizon.
1. Verizon’'spre-emptive strike to obtain a favorable forum for
Verizon in federal court.
Verizon has denied that their action was a preemptive Srike, but rather thet “Verizon filed the
Federd Action to dear the doud over its VERIZON name and mark and to establish thet itsand its
dfiliates use of the VERIZON mark does not vidlae any rights thet Inverizon may havein the

INVERIZON mark.” (Reaors brief a 18). Furthermore, Verizon datesthat it “waited more then

® Shakespeare, William, Hamlet, ACT 111, scene ii.
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three weeks for Inverizon to provide additiond informetion to support its dlegations [infringement] ”
before filing the dedaratory judgment action. (1d.)

Verizon knew about the doud on its mark well before it received a cease-and-desist letter from
Alan Normean, Inverizon'scounsd. In duly of 1999, the Inverizon® mark was the second trademark
and trade name to come up on Verizon' strademark search regarding trademarks or trade names Smilar
to the proposed Verizon mark. (See Trademark search report of Thompson and Thompson atached
asTab 8). By mady fdlowing itsown trademark palicy, Verizon knew in spring 2000 when they
launched the Verizon name and potentid mark (which Inverizon intends to chdlenge before the PTO)
thet its proposed name was confusingly Smilar to Inverizon® mark. Indeed, snce launching the Verizon
namein garing of 2000, Verizon has sysemdicaly sent cesse-and-desi lettersto individuads and
entitieswho used marks confusingly Smilar to Verizon, like Inverizon.com. (Tab 13, eg. Cease-and-
desd letter: Thedomain Ste: inverizon.com, VZ 00399-401)). Fallowing itsown palicy, Verizon
knew that there was adoud on its mark when it launched its nationwide advertisament campaign for
Veizon in soring of 2000.

Neverthdess, Verizon conceded itsintention to file adedaratory judgment action againgt
Inverizon. Indeed, when Verizon responded to Inverizon's cease-and-desst | etter, recaived on August
9, 2000, it never mentioned the possibility of formd legd action, nor the urgency to the ansers of
Verizon's questions regarding potentia areas of overlap. (See Tab 5). From August 9" to August
30", Verizon made no effort to call back Alan Norman, Inverizon's attorney, about Verizon's
guestions, send afollow-up letter thet mentioned the goproaching legd action, or in any way atempted
to contact Inverizon about theimminent legd action. Rather, Veizon intentiondly conceded its plansto
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file adedaratory judgment action and then filed a dedaraory judgment action for one Smple reason:
to obtain favorable forum in Federd Court to resolve this dispute.
2. LikeVerizon, Inverizon filed itsaction in theforum it
regar ded asthe most favorable.
Inverizon filed its action in the forum it regarded asthe most favorable. A plaintiff isnormaly

“madter to decide what law hewill rdy upon....” The Far v. Kohler Die & Specidty Co., 228 U.S.

22, 25,33 SCt. 410, 411, 57 L.Ed. 716 (1913) (Holmes, J). Inverizon, the natura plaintiff and
injured party, isfreeto rdly on Missouri law and, by extenson, the Missouri courtsto litigete Verizon's
intentiona wrongful actsinthiscase. Verizon focuses on Inverizon's change of incorporation, but a
nondiverse defendant, GTE Midwest Inc. d/b/aVerizon Midwest - aMissouri corporation - was as
wdl infringing Inverizon® mark, and therefore, was a potentid defendant inthiscase. (Teb 11). Asa
result, Inverizon's change of incorporation was not a controlling factor thet defested remova, and
Inverizon hed other possihilities to properly bring suit in Missouri Sate court.

Accordingly, the equities do not favor Verizon, and this Court should not find thet Respondent
abused her discretion just because Verizon prefersto litigate this action in federd court, and nat inthe
date court, which - as mentioned - under case law of Missouri and the United States Supreme Court as
well as the accepted meaning of comity, Respondent had discretion not to Say Inverizon's seate court
action.

1. Conclusion

Respondent was granted discretion to grant or deny Verizon'smationto say. Vaious

cong derations support Respondent’ s use of thet discretion, aswell asthe gpplicable caselaw. The
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Sate action has been proceeding, uninterrupted, for two years, extengve progress and discovery has
dready taken place, and soon will be reedy for trid. In addition, Inverizon wasfird to file asto four of
the Sate court defendants.

For the foregoing reasons, Rdators request for a Petition for aWrit of Prohibition or, inthe
dternative, for aWrit of Mandamus should be denied.
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